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Real Party in Interests 

The real party in interest is BASF Aktiengesettschaft, 67056 Ludwigshafen, Cterma&y. 

atrh Appeals amp Interferences: 

To the best of the undersigned's knowledge, there are no related appeals or interferences within 
the meaning of 37 CRR. §4L37(cXl)(ii). 

STATOS OF THE CLAIMS: 

Claims 1,5 to 16, 18 to 21 and 23 are currently pending in the application. The current status 
of those claims is as follows: 

Claims 1, 5 t 6, 8 5 12» 14 to 16 and 23 stand rejected; and 
Claims 7, 9 to U, 13 and 18 to 21 stand allowed, 
A copy of the pending claims is provided in the Claims Appendix. 

Status of tob Amendments: 

No amendments have been filed in this application subsequent to the final rejection. . ; 

StJMMAftY OP THE CLAIMED SUBJECT MATTER; 

The rejected claims relate to tricyclic benzoylpyrazole compounds which are represented by 
formula (la) 1 ) 

R 1 R* • • / • : . 

(la) 

R" R 5 

and agriculturally i&eful salts thereof, in which 
X is a bond; 

Y together with the two carbons to which it is attached forms a 1,2-isoxazole ring which is satu- : 

rated, partially saturated or unsaturated; 
Tt*TR*, k?, k 7 are'fiycfrogen, Ci-<3sraISyC ^ 

1) Fonmila (la) differs from formula (I) as depicted in Claim 1 in thai the radical designated as K 9 is replaced by the substructure 
(Ha)i Ct, eg., Claim 1 and page 35, indicated lines 28 to 30* of tf*e application. 
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R 3 is halogen, Ci-Q-alkyl, Q-Q-haloalkyl, Ci-Cg-alkoxy 01 Cj-Cs-ialoalkoxy; 

R 4 is hydrogen, niiio, halogen, cyano, Ci-Q-alky], Ci-Q-^haloalkyl, Q^-alleoxy, 
Cx-Q-haloalkoxy, Ci-Q-alkyhhio, Q-Q-haloalkylthio, Ci-C6-^lkylsiilfinyl, Ct-QHia- 
loalkyisolfinyl, Q-Q-alkylsulfonyl, Ci-C^-liaioalkylsulfonyl, aminosulfoiiyi, 
N^Ci-Ce-«Ikyl)aniffl<»uIfonyl, N,^Mi(Cl^-^l)am^nosalfbEyl, N-<Ci-C6^alkyisnr- • 
fonyl)amiBOi N^Cj^^loalkylsulfonytyamino, N^Ci-rCe--altyi)-N^ 

fonyQamino or ^Q^-^^l)-^Q^^ o ^y^fony0 ai ' n ™ 0 ; 
R 5 is hydrogen, Ci-Q-alkyl or halogen; 

R 8 is hydrogen, Ci-C$-alkyl, Ci-Q-haloalkyl, Ci-<>-alkylcarbonyl, formyl, Ci-Cg-alkoxy- 

carbonyl, Ci-Q-Jialoalkoxycarbonyl, CH^-alkylsulfonyl or Ci^-4ialoalkyIsulfpnyl; 
1 is 0, 1 or 2; 

R 10 is hydroxyl, mercapto, halogen, OR 13 , SR 13 , SCfcR 14 , NR^R 16 or N-bonded faeterocyclyl, 
where the heterocyclyl radical may be partially or folly halogenated and/or may cany one to 
three of the foUowing radicals: 

nitro, cyano, Q-Q-alfcyl, Ci-Ct-haloalkyl, Ci-Q-alkoxy or Ci-C^aloalkoxy; 
R 11 is hydrogen, Ci-Cfi-alkyl, Ci-Q-naloalkyl, C 3 -C*-cycloalkyl, hydroxy!, Gi-Q-alkoxy or 
Ci-Cfi-haloalkoxy; 

R 12 is hydrogen, halogen, Ci-Ge-alkyl, Ci-C$-haloalkyl, hydroxyl, Ci-Q-alkoxy, Q-Q-te- 
loalkozy, Ci-<^-aIkylthio or Ci-Cg-baloalkylthio; 

R 13 is Ci-Ce-alkyl, C 3 -C6-alkenyl, Cj-Ce-haloalkenyl, C3-^-*lkynyL; C3-C^-lialoaUcynyl, : 
C3-C(y-cycloaliEyl, Ci^Q-^lcarbonyl, CH^o-alkenylcarbonyl, Q^-alfcynyloubo- 
ayl, C3-C6-cycloalkytcarbonyl, Q-Q-alkoxycarbonyl, C3-4^6^eoyIoxyCarbonyt, 
Cb-<V«B7nyloxycarbonyl, Gi-Ce-alkylthiocarbonyl, CH^^ytammbcarbonyl, 
C3-Q-alkenylaminocarbonyl, C3^-alkynylaminocarbonyl, N,N^Ci^^alkyr)amino^ 
carbonyl, >K G 3^^<^yl)-^ c i^-^0 a ^ ocar ^yl» N-<C3-<^-flJl£y' 
nyI>-rHQ^^lkyI)ammocarbottyl, N^Ci-<V^oxyHHQ-<V^9^^ 
nyl, ^Ca-Qnilkenyl)^ W<C3HG^alky^ 
nyl)-NH;Ci^^oiy)aminocarbonyl, di(Ci-Q-alkyl)aminotliiocarboiiyl, Cri<Vattyi- 
carbonyl-Ci-Qj-Halkyl, C 1 -C 6 -^oxyimino-C l -C ( s-alkyl, N^Ci^-all^lamfflo)irafa6- 
Ci-Q-alkyl or N i ^^(Cl-<Valkylanlmo)iInino^^-Q--alk^ where the abovementioned 
alkyl, cycloaflcyl and aflcoxy radicals may be partially or fully halogenated and/or may cany 
one to three of the following groups: 

cyano, CHVattoxy, Ci-C4-alkyW»io, di(Ci-Q-alky!)amino, Ci-Q-aikylcartonyl, 
Ci-C4-alkoxycarbonyt, Ci-<4-^oxy^i-C4--alk«ntycarbonyU <ii(Ci-CVallyi)amaiQ^ ■ 
Ci-Q-alkoxycarbonyl, hydroxycarbonyl, Ci-^-alkylaminocarbonyl, di(Ci-C^-al- 

is phenyl, heterocyclyl, phenyl-Q-Q-^alkyl, heterocydyl-Ci-Q-alkyl, phenylcarbonyl- , 
Ci-Q-alkyj, heterocyclylcmbonyl-Ci-Ce-alkyl, phenylcarbonyl, heterocyclylcaTbonyl, 
phenoxycarbonyl, phenyloxythiocarbonyL, heterocyclylbxycarbonyl, heterocyctyloxymio- 
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caibbnyl, phenylammocartxrayl, N-(Ci^-aIkyl)-N^henyI)amiiic)caiboiiyl, heterocydy- 
larninocarbonyl, N-(Cr<^lkyl)^N^eter6cyc^ phenyl-C^^-alkfe- 
nylcarbonyl or heterCK^Gl5d^2-^^^ e ttylcarbonyI, where the phenyl and tte heterot^dlyl ', 
radical of the 18 lastmentioned substituents may be partially or fully halogenated and/or may 
carry one to three of the following radicals: 
iutro/ cyano, Cr<V-^l^ 

dyl or N-bonded heterocyclyl, where the two lastmentioned substituents for their part may 
be partially or fully halogenated and/or may carry one to three of the following radicals: 
nitro, cyano, Cr<Valfcy!» Ci^C4-4ialoalkyl, Cx-C4-*lkoxy or Ci-Gr-haloalkoxy; 
R 14 is Ci-<^»alkyl, C 3 -Q-alkenyl, C^-haloalkenyl, C3-CHrikynyl, Cr^-haloalkynyl, 
Cs-Q-^ycloalkyl, Ci-Cg-alkoxy, di(Ci-C6-alkyl)amino or di^i^^atoalkyl^niiiio, 
where the abovementioned alkyl, cycloalkyl and alkoxy radicals may be partially or fuHy hak>- 
genated and/or may carry one to three of die following groups: 

cyano, Ci-Gt-alkoxy, CH^^alkylthio, di^i-C^lkyOamino, Ci-^V-^tea^nyl, ; 
Ci-Q-a&oxycarbonyl, Ci-Q-^lkoxy-C 1 -C 4 -alkoxycarbonyl > di(Ci-Cr*lk^^ 
CiM^4-alkoxycarbonyl, hydroxy carbonyl, Ci-Q^lkylamino<arb«jnyl, di(Ci~C4-al- 
kyl)aminocarbonyl, aminocarbonyl, Ci^t-nalkylcarbonyloxy or C3-C^cydoalkyl; 
is phenyl, heterocyclyl, phenyl-Ci-Q-alkyl, heterocyclyl^i-Cfi-^lkyl, phenoxy, he&rocy- 
clyloxy, where the phenyl and the heterocyclyl radical of the lastmentioned substituents may 
be partially or fully halogenated and/or may carry one to three of the following radicals: 
nitro, cyano, Ci-Cr-alky!* Ci-C4-haloalkyl, Ci-C^-^lkoxy or Ci-Q-haloalkoxy; 
R 1 * is Ci^-^1, C^^^l^ 

CVQ-^oalkyt CHValkoxy, CHValkenyloxy, Cs^-alkynyloxy, di(Ci-<£-at 
kyl)amino or Ci-^-alkylcarbonylamino^ where the abovementioned. alkyl, xrydoa&yl- and 
alkoxy radicals may be partially or fully halogenated and/or may carry one to three radicals 
of the following group: 

cyano, Ci-C4-*lkoxy, Ci-C4-«ltyhhio, di(Ci-C4-alkyl)amino, Q-<V-all^Iqirto 
Q-Gf-alkoxycarbcHiyl, Ci-<V-3lkoxy^Ci-C4^alkoxycarb<myl, di(Ci-Qr^Ikyl)amin0- 
Ci-<V*lknxycarboayl, hydroXycarbonyl, Ci-C4r-alkyIamiaocarbonyl, di(Ci-C4^aI-' 
kyi)aminocarbonyl, aminocarbonyl, Ci-Q-^alkylcarbonyloxy or C3-C$~<7Cloalkyl; 
is phenyl, heterocyclyl, phenyl-Ci-C^alkyl or heterocyclyl^Ci-Q-alkyl, where the phenyl 
or heterocydyl radical of the four lastmentioned substituents may be partially or fully haloge- . : 
nated and/or may carry one to three of the following radicals: 
nitro, cyano, C^C^kyl, Ci-CHhaloalkyl, Q-Cr-alkoxy or Cj-<V*aloalkQxy; 
R 16 is Ci-Qs-alkyl, C3-<Valkenyl, C3-Q-alkynyl or Q^-alkylcarbcwtiyl; 2 ) 



2) Cf. CJaims 1,5, 6 &nd 23; and page 1, indicated tine 4, to page 5, indicated tine 10, page 35, indicated Hne3$, to page 47, treated 
line 2, page 47, indicated Hue 6, bp page 106> Indicated line 24, and page 131, indicated tine 37, to psgc 143, indicated line 38^ 
of tfee application 
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to some processes which are suitable for preparing the compounds; 3 ) to compositions comprising 
the compounds and the prepatatioa thereof; 4 ) and to methods of using the compounds for <xmitotlmg 
undesirable vegetation, 5 ) 

Grqunixs) op Rejection to be Reviewed 

Whether the Examiner erred finding that the subject matter of Claims 1, 5, 6 7 8, 12, 14 to 16 
and 23 was unpatentable under 35 U.S.C. §103(a) for being rendered prima facie obvious by the 
teaching of Tkeng (WO 97/19887). 

Argument^ 

The Examiner stated that the teaching of Tseng genetically encompassed positional isomers : 
of the compounds referenced in appellants' claims, and that Tieng provided for methods forprepar- 
ing said positional isomers, and for the use of said positional isomers as herbicides. 6 ) The Examiner 7' 
argued that a person of ordinary skill in the art would have been motivated by the teaching of ISctj^ 
to produce appellants 7 compounds with the expectation that compounds which are similar in struc- 
ture would show common prc^ 
84 USPQ 458 (CCPA 1950). 7 ) 

It is respectfully urged by appellants that the Court's holding in In re Noma cannot reasonably 
be taken to support die Examiner ■ s position that positional isomers of compounds are structurally 
similar compounds which can,: per se.be expected to share common properties where, as here, the 
properties are biological effects. On the one hand, the Court m ln reNdrris inter alia emphasized the 
statements made in the earlier decision in In re Hass$ ) "Whether novel chemical compounds are pat- 
entable over prior <xrt isomers and homologues is a question to be determined in each case.*®) in In . 
re N orris the Court also quoted a textbook of Norris which states "There are many organic com- 
pounds which have the same percentage composition; for example 107 compounds having the for- 
mula C9H11 CfyN have been described Such compounds are called isomers (signif^ge^^mea- y 
sure) and the phenomenon is known as isomerism* When two isomers resemble each other closely 
in chemical properties they are said to be metameric (Italics quoted The respective quote cor- ;:• 

3) Cf. Claims ft and 12; and page 106, indicated line 3 1, to page 108, indicated tine 33, and page 114, indicated line 15, page 110, 
indicated line 33, and page 131, indicated line 37, to page 143, indicate line 38, of the appltorfton. 

4) Cf. Claims 14 and 15; and page 145, indicated line 1, to page 17, indicated line 44, of the application/ 

5) Cf. Claim 16; and page 143, indicated line 39, to page 144, indicated fine 44, page 147 v indicated line 46, to 149, nidicatetf tine 

l r apd,page l ^ indicate , „ , ; , . ^^^ , , „ , , r , 

6) Cf, page 4, lines 10 to 15, of the final Office action dated February 16, 2005. 

7) C£ pagp 4, lines 15 to 21, of the final Office action dated Febniaiy 16, 2005. 

8) 141 R2d 127, 60 USPQ 54S<OCPA 1*44) 

9) ^feM£>my,ibid.84USPQat46L 
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roborates that isomerism is tact, per se, sufficient to allege that two compounds resemble each other 
closely in their chemical properties. Accordingly, there is clearly no presumption in the chemical art 
that any two isomers resemble each other closely in their biological properties. 

The teaching of Tseng relates to herbicidal compounds which are, for example, represented 
by the following generic formula: 




in which Q inter alia denotes a pyrazolyl moiety: 

R* 

According to the teaching of Tbeng it is therefore mandatory that a bicycHc system be condensed to 
the metd and the para position of the phenyl ring, relative to the moiety Q-G(=0)-. Variations within 
this substructure are according to the teaching of Tseng limited to variations within the definitions 
of R 1 , R 2 , R 3 , X, Y, n, m and p, and it is inter alia mandatory that the carbonyl group takes a position 
on the phenyl ring which 

a) is linked ortho to two phenyl carbon members which are not "bridged" by the other rings of 
the tricyclic system; and 

b) is linked meta and para to two phenyl carbon members which are "bridged" by the other rings 
of the tricyclic system. 

It is further mandatory that the phenyl ring of the tricyclic system and the ring Y of the tricyclic sys- 
tem arc linked 

i) by a direct bond, and 

ii) by a moiety -X-(CH2)ni- wherein m denotes 0, 1, or 2 (optionally substituted by up to pgroups : 
R 3 ); 

and that the linkages (i) and (ii) originate from adjacent members of the phenyl ring and adjacent 
carbons of the ring Y 



10) CL f for example, compounds having fee formula dH^O, ie. ethenol and dnnethyle&er. 
060220 -6- 
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In contrast thereto, appellants' claims relate to compounds of formula (la) 

R 1 R 2 




(la) 



in which a particular bicyclic moiety is condensed to the the ortfio and the meta position of the phenyl 
ring* relative to the moiety (pyrazol)-C(=0)- which are structurally distinguished from the com- 
pounds addressed in the teaching of Tseng because the carbonyl group in appellants' formula is not 
linked to the phenyl ring in a position 

a) which is ortkoto two phenyl carbon members which are not "bridged" by die other rings of 
the tricyclic system; or 

b) which is meta m&para to two phenyl carbon members which are "bridged" by the otter rings 
of the tricyclic system. 

The foregoing distinct structural differences between applicants 3 compounds and the compounds ge- 
netically embraced by Tseng's disclosure are further illustrated by the following representation: : 



appellants' formula (la) 
X is a bond 




Tfeer&'s formula (I) 
Q is 0-2 



To establish a prima facie case of obviousness under Section 103(a), three basic criteria must 
be met First, there must be some suggestion or motivation, either in the reference iteetf or m the 
knowledge generally available to one of ordinary skill in the art, to modify the reference; Second, 
there must be a reasonable expectation of success. Finally, the prior art reference must teach or sug- 
gest all the claim limitations. It is essential in this context that the teaching or suggestion to make 
the claimed combination as well as the reasonable expectation of success be found in the prior art n ) 
XSife§po333^^ 



the teaching or suggestion to make the claimed combination and/or the reasonable expectation of 



11) In n Vaeck, 947 R2d 488. 20 USPQ2d 1438 (Fed. Or. 1991). 
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success on the applicant's disclosure. 

The Examiner relied for the argument that a person of ordinary stilt in the art would have t>een 
motivated to turn away from the mandatory structural requirements of Tseng's compounds and to . 
effect the structural changes which are necessary to arrive at appellants' compounds solely upon the 
Court's holding in InreNorris. The Court's respective holding is, however, as pointed out in the fore- 
going not suited to support a legal assumption that compounds which are positional isomers; are 
prima facie obvious or are likely to exhibit similar biological properties. The teaching ai Tseng 
equally fails to convey to a person of ordinary skill in the pertinent art that any positional isomers 
of the compounds addressed by Ibeng can reasonably be expected, to exhibit useful biological proper- 
ties. Moreover, the teaching of Tieng fails to suggest or imply any one of the positional isomers 
which can be construed based upon Tseng's formula. A person of ordinary skill in the pertinent art 
who selected the teaching of Tseng as a starting point for investigations into herbicidal compounds 
found in Tseng's teaching therefore, at best, an invitation to make each of the various positional iso- 
mers and to find out whether one of those isomers exhibited any useful biological properties. 12 ) The : 
teaching of Tseng can therefore at best be taken to suggest to a person of ordinary skill to try and find 
out whether there are useful compounds within the multitude of structural and positional variations . 
that are possible. "Obvious to try* is, however, insufficient to render a claimed invention obvious 
within the meaning of Section 103(a): 13 ) 

[ijnventionwas merely t4 obvious to try" if the prior art gives either no indicate ■* 
rameters are critical or no direction as to. which of the many possible choices is likely to be \ 
successful. 

The foregoing shows thai there is no suggestion or motivation, either in the Tien; reference itself 
or in the knowledge generally available to one of ordinary skill in the art, to modify the compounds = 
which are addressed by ISwg as is necessary toaniveatappeUants' romin^unds.Theforego^^ 
shows that the reasonable expectation of success is lacking when the compounds of TSeng atfe Modi- 
fied beyond the mandatory structural requirements and the definitions provided by ft£fi£. Finally^ 
the teaching of Tkeng cannot reasonably be taken to teach or suggest all of the limitations which-char- 
acterize appellants * compounds. As such, none of the three basic criteria for establishing a prima fa- 
cie case of obviousness under Section 103(a) is met where the teaching of 7&#i£ and the subject mat- 
ter of appellants' claims is concerned. 

The Examiner also asserted that a showing of unexpected results was necessary to establish 
patentability ofthe subject matter of appellants' claims^ 

obviousness is a procedural tool of examination which allocates who hasthebtu:den of going forward 

- - ] i 1 1 1 .. _ . 1 -ii . _^ 1 j 11 1 hioluj iPMLUMiTTnm nrr^Tiii 1 11 1 iwii i iHi i "i ~n'" 

12) la doing so, a person of ordinary skflJ in ihe ^wouki» of a>uise, also have rDpemrate 7iwi^'s groups, parDcutaHy Q, Xand 
X within -and allowing for isomers, beyond- the definitions provided by the reference. 

13) . Merck & Co* Inc. u BhcraftLcboraioriesInc. r (^f^ FJSd 804, 10 USPQ2d 1843 (Fed. Qr. 1989>,' 

14) Ct. page 4, tines 19 to 21, of the final Office action dated February 16, 2005. 
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with the production of evidence m each step of the examination process. 15 ) The examiner bears the 
initial burdea of factually supporting any prima facie conclusion of obviousness. If the examiner 
does not produce a prima facie case, then the applicant is under no obligation to submit evidence of 
nonobvious&ess, 16 * Here, the Examiner has not met the initial burden of factually supporting that 
the subject matter of appellants' claims is rendered prima facie obvious* Appellants are therefore not 
deemed to be under an obligation to submit evidence of nonobviousness. 

Conclusion 

For the foregoing reasons, appellants respectfully urge that the Examiner erred finding that 
the subject matter of appellants' Claims 1, 5, 6, 8, 12, 14 to 16 and 23 was unpatentable under the 
provisions of 35 U.S-C §l03(a) in light of the teaching of Iteng (WO 97/19087). It is respe*^ty 
requested that the Examiner's respective rejection be reversed. Favorable action is solicited. 

Req uest fo$ Bs rasaQ N Q E- T i mb; 

It is respectfully requested that a one month extension of time be granted in this case. The re- 
spective $120.00 fee is paid by credit card (Form PTO-2038 enclosed). 

Please charge any shortage in fees due in connection with the filing of this paper, including 
Extension of Time fees, to Deposit Account No. 14.1437. Please credit any excess fees to such4e- 
posit account. 

Respectfully submitted, 

NO\£\K DRUCE PELUCA & QUIGG, LLP 



Novak Df 

Jason D» Voight 
Reg, No* 42,205 



1300 Eye Street, N.W1 
Suite 400 East Tower 
Washington, D.C 20005 
(202) 659-0100 

EncL: Claims Appendix 
JDV/BAS 



15) a,eg^//i/*Zm/er,458 R2ai013,i73US^ 

In re Warner, 379 R2d 101 1, 154 USPQ 173 (CCPA 1967> cert dotted, 389 VJ5; 1057 (1968> 

16) Cf. MFEP §21 42, page 2100-133, Rev. 3, August 2005. 
060220 -9- 
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Claims Appendix: 

1. A tricyclic benzoylpyrazole compound of formula I 

R 1 R 8 

.R'i 




where : 

x is a bond; 

Y together with the two carbons to which it is attached forms a 
1, 2-isoxazole ring which is saturated, partially saturated or 
unsaturated; 

R 1 , R 2 , R 6 , R 7 are hydrogen, Ci— Cg— alkyl, Ci-C 6 — haloalkylv 
Ci— C$— alkoxy or Cx— C 6 — haloalkoxy; 

R3 is halogen, Cx-C6— alkyl, Ci-C 6 -haloalkyl, Ci-Cg-alkoxy or 
Ci— C$— haloalkoxy ; 

R 4 is hydrogen, nitro, halogen, cyano, Ci— C6-^lkyl r Gi-^Cs-haioal- 
kyl, Ci— Cg— alkoxy, Cx— C 6 — haloalkoxy, Ci-Cg-alkylthio, Ci~C$— na- 
loalkylthio, Ci-C^— alkylsulf inyl , Ci— C6— haloalkylsulf inyl, 
Ci— Cfi-alkylsulfonyl, Cx-Ce— haloalkylsulfonyl, aminosulfonyl, 
*M Ci-Ce-alkyl ) aminosulf onyl , N , H-di ( Cx-C^alkyl ) aminos^lf o- 
nyl r N^-< Cx-Cfi— alkyl sulf onyl ) amino , W-{ Ci-C 6 -haloalkylsuixo- 
nyl) amino, W-(€i-C6-*lkyl)— l»-(Ci--C6-alkylsulf onyl) amino or 
H— ( Cx-C$-alkyl )— N—( Cx— Cg-^ialoalkylsulf onyl > amino; 

R 5 is hydrogen, Cx-Cg-alkyl or halogen; 

R 8 is hydrogen, Ci— alkyl, Cj— C 6 — haloalky 1 , Cx-Cg— alkylcarbo- 
nyl / f ormyl , Ci-Cs— alkoxycarbonyl , Cx^^haloalkoxycarbonyl # 
Ci-Cg— alkylsulf onyl or Ci-Ct-haloalkylsulforiyl; 

1 is 0/ 1 or 2; 

R 9 is a radical. Ila 



lla 




where 
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R 10 is hydroxyl, mercapto, halogen, OR 13 , SR 13 , S0 2 rh, nr^^r^ or 
N-bonded heterocyclyl, where the heterocyclyl radical may be 
partially or fully halogenated and/or may carry one to three 
of the following radicals: 

nitro, eyano, Ci-C 4 -alkyl, Cx^-haloalkyl, C^^lkox^ or 
C!-C4— haloalkoxy; 

R 1 * is hydrogen, Ci-C 6 ^alkyl, Ci-C 6 -haloalkyl, C 3 -C 6 -cycldalkjfl r 

hydroxyl, Cj-Ce-alkoxy or Ci-C 6 -baloalkoxy; 
R 12 is hydrogen, halogen, C^-Cg-alkyl, Ci-Cg-haloalkyl, hydroxyl; 

Ci-Cg-alkoxy, Ci-Cg-haloalkoxy, C a -C 6 -alkylthio or C x -<6-na^ 

loalkylthio; 

R 13 is C!-C 6 -alkyl, C 3 -C«-alkenyl , C 3 -Cs-haloalkenyl, C3^-C$-*lky- : 
nyl , C 3 -C 6 -halqalkynyl , C j-C 6 -cycloalkyl , Ci-C 2 (T-alky Icarbonyl r 
Ci-Cjp-alkenylcarbonyl , C^-Ce^alkynylcarbonyl , C 3 -C 6 -c5rcioal- 
kylcarbouyl , C^Ce-alkoxycarbonyl , C 3 -C6— alkenyloxyearbonyl ; 
C3-Ce— alkynyloxycarbonyl , Ci-Ce-alkylthiocarbonyl, Ci-Cfi^alky- 
laminocarbonyl, C3— C$— alkenylaminocarbonyl, C3— Cg^lkynylami-* 
nocarbonyl, N / il-di(C 1 --C 6 ^alkyl)aininocarbonyl / ^(C3^^Iks- 
nyl)— »-(Ci— Cg^lkyl) aminocarbonyl, ^— ( C3— Cg— alky- 

nyl )— N— ( Ci— Cfi— alkyl ) aminocarbonyl r 

N-<C 1 -C 6 -alkoxy)-N-(Cx-C € -alkyl)aminocarbonyl / W-(C3-C6-aike-: 
nyl)— U^(Ci-C$-* alkoxy) aminocarbonyl, N— (C3— G$— alky- 

nyl)-»^(C l ^C 6 -alkoxy)aiainocarbonyl / di(C 1 ^ 6 ^lkyl)aminothib^ 
carbonyl, Ci-Ce-alkylcarbonyl-Cx-Cs-alkyl, Ci-c 6 -alkpxyijaiirio^. 
Cx-Cf-alkyl, N-(C a ^Ce-alkyl amino )imino^C 1 -C 6 -alkyl or. 

N / l^i(C 1 ^ 6 ^lkylaioino)iinino-C 1 --C 6 -^alkyl, where the abovemen- : 
tioned alkyl, cycloalkyl and alkoxy radicals may be partially 
or fully halogenated and/or may carry one to three of the 
following groups: 

cyano, Ci-C 4 ^lkoxy, Cr-C^-alkylthio, di<Ci-C 4 -alkyl>amino; : 
Cr-Cd-alkylcarbonyl, C 1 -C 4 -alkoxycarbonyl, C^^lkdiey- 
Cx-04-alkoxycarbonyl, di(C 1 ^ 4 ^lkyl) andnx>-C 1 ^4^alkoxycarbO- 
nyl, hydroxycarbonyl, Ci-C 4 -alkylaminocarbonyl, di(Ci^ 4 -al-''' 
kyl ) aminocarbonyl , aminocarbonyl , Ci-C 4 -alkylcarbony loxy or 
C3-G 6 -cyc loalky 1 ; 

is phenyl, heterocyclyl, phenyi-d-^g-^alkyl, heterocycIyl-4 

Ci-Cfi-alkyl, phenylcarbonyl, heterocyclylcarbonyl, phenoxy— 
carbonyl, phenyloxythiocarbonyl, heterocyclyloxycarbonyiV 
heterocyclyloxythiocarbonyl, phenylaminocarbony i / .. 
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PAGE 14122 1 RCVD AT 2/21/20O6 1:42:04 PM [Eastern Standard Time) * SVR;U^T0-ff XRF-6/28 ' DNIS:2738300 ' CSID: 20265S0 1 05 * DURATION (mm-ss):0M4 



Fax sent by : 2826598105 



NDDQ LLP 



82-21-86 13:45 Pg: 15/22 



Serial No. W/936,356 WITSCHELetaL PF<W60ti49828 

N- (Cr-Cg-alkyl phenyl ) aminocarbonyl , heterocyclylamiho^ 
carbonyl, N-tC^e-alkylJ-N^theterocyclyljaroinbcarbonyl, phe- 
nyl-C2-C 6 ^lkenylcarbonyl or heterocyclyl^^ 6 ^lkenyle^bp^ 
nyl, where the phenyl and the heterocyclyl radical of the l£ 
lastmentioned substituenta may be partially or fully haloge- 
nated and/or may carry one to three of the following radi- 
cals i 

nitro, cyano, Ct-C^lkyl, Ci-C4-haloalkyl, C a -£ 4 -alkoxy, : 
Ci-C4-*aloalkbxy # heterocyclyl or N-bonded heterocyclyl, 
where the two lastmentioned substituents for their part may 
be partially or fully halogenated and/or may carry onfe to 
three of the following radicals: 

nitro, cyaho, Ci-C 4 ^alkyl, Ci-C 4 -haloalkyl r Ci-^-alkdxy or 
Ci— C 4 — haloalkoxy ; 

R 14 is C a -C 6 -alkyl, Cj-Ce-alkenyl, C3-C € -haloalkenyi r c 3 ^C^alky- 
nyl , Cr-C«-haloalkynyl , C^-Ce-cycloalkyl , Cx-Cs^alkoxy > 
di < Ci-C6-allcyl ) amino or di ( Ci-Ctf-haloalkyl ) amino, where the 
abovementioned alkyl / cycloalkyl and alkoxy radicals may be 
partially or fully halogenated and/or may carry one to three 
of the following groups : 

cyano, Ci-C 4 -alkoxy, Ci-C 4 -alkylthio, di(C 1 -C 4 -alkyi) amino/ 
Cr^-alkylcarbonyl, Cj-c^lkoxycarbonyl, d-C^ikbxy- 
d-^-alkoxycarbonyl, di(Ci-C 4 ^alkyl) amino-G i-C 4 -alkoxycarbp^ 
nyl/ hydrbxycarbonyl, Ci-C 4 ^alkylaminocarbonyl, di (Ci-C 4 -al~ 
kyl) aminocarbonyl, aminocarbonyl, Ci— C 4 ^alkylcarbonyloxy or 
Ca-Cg-cycloalkyi ; 

is phenyl r heterocyclyl, phenyl-Ci-C$-alkyl, heterocyclyl- 
Cx-Ce-alkyl/ phenoxy, heterocyclyloxy, where the phenyl and 
the heterocyclyl radical of the lastmentioned substituents 
may be partially or fully halogenated and/or may carry one to 
three of the following radicals: 

nitro, cyano, Ci-C 4 -alkyl, Ci-CU-haloalkyl, Ci-C 4 ^alkoxy or 
C i— C 4 — haloal koxy ; 

R 15 is Ci-C^alkyl, Cj-Cs-^alkenyl, C3-C 6 -haloalkenyl, C 3 -C$-alky- 
nyl, C 3 -Ce-haloalkynyl, C3-C 6 -cycloalkyl, Ci-Ce-alkoxy, 
c 3 -C 6 -alkenyloxy , C 3 -C 6 -alkynyloxy , di (Ci-C6-alkyl ) amino or 
^ C i ^ 6r ^lkylc ftiH(>Ofty^aairr g o ^ w h e i ^fr* 1 t-he — above me n t ion ed alHryl^ 11 1 ■ 

cloalkyl and alkoxy radicals may be partially or fully halo- 
genated and/or may carry one to three radicals of the follow- 
ing group: 

060220 -12- 
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cyano, Ci-O^-alkoxy, Cx-C^-alkylthio, di(C 1 ^ 4 ^lkyl) amino, 
d-c^lkylcarbonyl , Ci-C^alkoxycarbonyl , Ci^ 4 -alkoxyi- 
C 1 -C 4 ^alkoxycarbonyl , di ( Ci-C 4 -alkyl ) amino-C i^ 4 ^lkoxycarbo«- 
nyl , hydroxycarbonyl , C^^lkylaminocarbohyl , di(Ci-^4-~al-. 
kyl ) aminocarbonyl , azninocar bonyl , Cr-C^-alkylcarbonyloxy or 
C3— C$— eye loalky 1 ; 

is phenyl r heterocyclyl, phenyl-Ci-C 6 -alkyl or heterocyclyl^ 
Ci-C$-alkyl r where the phenyl or heterocyclyl radical of the 
four lastmentioned substituents may be partially ox fully ha- 
logenated and/or may carry one to three of the following rad- 
icals ; 

nitro, cyano, Ci-C 4 -alkyl, Cr-C'4-haloalkyl, Ci-C 4 -alkoxy or 
Ci-C 4 — haloalkbxy; 

R 16 is Ci-Ce-alkylf C 3 -C6-alkenyl r C 3 -Ce-alkynyl or Ci^^alfcylcar- 
bonyl; 

or an agriculturally useful salt thereof. 

5. The tricyclic benzoylpyrazole compound of formula I defined in 
claim 1 where 

R 1 , & 2 are hydrogen; 

R 3 is Cx-Ce-naikyl; 

R 4 is nitro, halogen, Ci-C 6 -alkyl, Ci-Cg-haloalkyl, Ci-C 6 -ralkoxSr> 

Ci-Oj-alkylthio or Ci-Cfi-alkylsulfonyl; 
R 5 is hydrogen; 
1 is 0 or 1. 

6. The tricyclic benzoylpyrazole compound of formula I defined in 
claim 1 where 

R 10 is hydroxyl; 

R 11 is Cx-Ce-alkyl or C 3 -C 6 -cycloalkyl; 
R 12 is hydrogen or Ci-C^-nalkyl, 

7* A process for preparing the compound of formula I where R 1 ? 
halogen as claimed in claim 1, which comprises reacting a tri- 
cyclic benzoylpyrazole compound of formula la (- I where RVO = 
hydroxyl ) r 
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R1 R 2 




where the variables R 1 to R5, rU and R", x, 
defined in claim 1, with a halogenating agent. 



(a 



Y and 1 are as 




A process for preparing the compound of formula I where R 1( > » OR 1 ^ 
as claimed in claim 1 , which comprises reacting a; tricyclic bea- 
zoylpyrazole compound of formula la (= I where R xo = hydroxy!) f 

R 1 R 2 



la 



where the variables R 1 to R*, R* 1 and R", X, Y and 1 are as 
defined in claim 1, with a compound of formula III 

L 1 ^R 13 III 
where the variable R 13 is as defined in claim 1 and h 1 is a 
nucleophilically replaceable leaving group. 

A process for preparing the compound of formula I where R 10 » 
OR 1 *, SR 13 , NR 15 R l $ or N-bonded heterocyclyl as claimed in claim 1, 
which comprises reacting a compound of formula If* ( s i where R 10 ' 
= halogen) , 



Ri R2 



R 1 R2 





Y and 1 are . ais 



where the variables r 1 to R 5 , r" and R", x, 
defined in claim 1, with a compound of formula IVa, IV0/: IVY or 

IV5 . 

HOR 13 HSR 13 NHR15ri« H(N-bondedh^rocyctyl) 

IVa !Vp IVy rV6 
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where the variables R*3 to R 16 are as defined in claim 1, option- 
ally in the presence of a base. 

10. A process for preparing the compound of formula I where R*° - 
SO2R 14 as claimed in claim 1, which comprises reacting a compound 
of formula ly ( = I where R™ = SR 14 ), 

R 1 R 2 B 1 R 2 

ft V ft 

S 12 9 v^NO^ r 12 

Y \ J T I Y 





where the variables R 1 to R 5 # R 11 and R 12 , X, Y and 1 
defined in claim l f with an oxidizing agent. 



are as 



11. A process for preparing the compound of formula I as claimed in 
claim 1, which comprises reacting a metalated pyrazole compound 
of formula V where M is a metal and R 10 to R i2 are as defined in 
claim 1, except for R 10 = hydroxyl and mercapto, with a tricyclic 
benzoic acid compound of formula Via where R* to. X* -Y and i 
are as defined in claim 1 and L 2 is a nucleophilically replace* 
able leaving group. 

R 1 R z 

ft 





Rl R 2 




12. A process for preparing the compound of formula la (=» I where R 1 * 
= hydroxyl) as claimed in claim 1, which comprises acylating a 
pyrazole of formula VII in which the variables R 11 and R 12 . are as 
defined in claim 1 

R12 




VII 



with an activated tricyclic benzoic acid of formula VT£ or. with a . 
tricyclic benzoic acid of formula vry, 



060220 



15- 



PAGE18/22VRCVpAT2«W20061:42:M 



Fax sent by : 2626598165 



NDDQ LLP 



82-21-06 13:46 Pg: 19/22 



Serial No. ©9/936356 WITSCHEL et aL PF 060W49828 




Vlp VFy 

where the variables R 1 to r5, x, Y and 1 are as defined in claim 1 
and L 3 is a nucleophilically replaceable leaving groups and re- 
arranging the acylation product, optionally in the presence of a 
catalyst. 

13. A process for preparing the compound of formula la (= X where R 1 " 
«■ hydroxyl) as claimed in claim 1, which comprises reacting a 
pyrazole of formula VII in which the variables R 11 and r'U are as 
defined in claim 1, or an alkali metal salt thereof, 



R 12 




vir 



with a tricyclic benzene compound of formula IX where L* is a 
leaving group and the variables X, Y, Ri to R5 and 1 are as . 
defined in claim 1 



Rl R2 




DC 



in the presence of carbon monoxide , a catalyst and a base . 

14. A composition, comprising a herbicidally effective amount of at 
least one compound of formula I or an agriculturally useful salt . 
thereof as claimed in claim 1 and auxiliaries which aire customary 
for formulating crop protection agents. 

- , l^i A pmrftflfl , for Evrrtt rin fl fg rnpoflit iion. Ar> g jnofi ift. . rl ^ iim— l ^ji 

which comprises mixing a herbicidally effective amount of at ; 
least one compound of formula I or an agriculturally useful salt : 
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thereof and auxiliaries which are customary for formulating crop 
protection agents, 

16. A method for controlling undesirable vegetation/ which comprises 
allowing a herbicidally effective amount of at least one compound 
of formula I or an agriculturally useful salt thereof as claimed 
in claim 1 to act on plants , their habitat or on seed. 

18. A tricyclic benzoic acid compound of formula VI 

R 1 R 2 

X ^ 

J Y 

VI 




R s 

in which the variables X, Y, Ri to R3 and and 1 are as defined 
in claim 1 and 

R4 is nitro, halogen, cyano, C!-C 6 -alkyl, Ci-C$-haloalkylV 
Ci^C$-alkoxy, Ci-C 6 -haloalkoxy, Ci-C^-alkylthio, Cx-ig-haloal- 
kylthio r Ci-Cfi-alkylsulfinyl, Ci^^aloalkylsulf inyl, 

Ci-Cs-^alkylsulfonyl, Ci^fi-halbalkylsulfonyl, amino&ulfonyl j 
N-( Ci-C^-alkyl ) aminosulf onyl , K , N— di ( Ci^C$— slkyl ) aminosul f o- 
nyl , n- ( Cx-Ce-alkylsulf onyl ) amino, ^{Ci-Cg-haloalkylsulf o^ 
nyl)amino, N-<Ci^er^lkyX)-N-(C 1 ^ e ^lkylsulfoiiyl)affiiiio or 
K- (Ci-Ce-alkyl ) -N- ( Cx-Cg-haloalkylsulf onyl ) amino; 

R 17 is hydroxyl or a radical which can be removed by hydrolysis. 

19* A tricyclic benzene compound of formula IX 

R 1 R2 

ft 3 , 




.H 5 

in which the variables X r Y, R 1 to R* and an< j i are as defined 
in claim 1. and 

R* is nitro , halogen/ cyano, Ci-C$-alkyl, Ci^ 6 -halpalkylV 
Ci-Ce-alkylthiO/ Ci-Cfi-haloalkylthio, Ct-C^-alkyioulf i^yl; 

sulfbnyl, aminos ulfonyl, N-(C a -C fi -alkyl) aminosulf onyl r 

N,N-^(Ci-^6-aikyi)aminoi3ulfohyl f N-(Ci-C^alkylsulfonyl)aHii^ 
no, u-(c r _. C 6 — haloalkylsulfonyl>amino, ^^Ci^g-^ai- 
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kyl)^f-j[Ci-C6-alkyl3ulfonyl) amino or N-(C 1 -Cg.^al- 

kyl )-N-( Cx— C 6 -haloalky lsu If onyl ) amino; 

R $ is hydrogen or C^Cg-alkyl; 

L 4 is halogen , Cx-Ce-alkylsulfonyloxy, Ci-Cg-haloalkylsulfdnyloxy 
or phenylsulfonyloxy, where the phenyl ring of the lastmen- 
tioned radical may be unsubstituted or partially or fully 
halogenated and/or may carry one to three of the following 
radicals: 

nitro r cyano, Ci-C 4 -*lkyl, Ci-C 4 -haloalkyl, C^^lkoxy or 
Ci— C4— haloalkoxy . 

20. An aniline compound of formula XV 

fl 1 R2 

xv 




R® 

in which the variables X f Y, Ri to K 3 and R* and 1 are in each 
case as defined in claim 1 and 

R 4 is nitro, halogen, cyano, Ci-Ce-haloalkyl, Cir<; € -»alkoyy/ 
C x «C 6 -haloalkoxy , C a -C 6 -alkylthio, Ci-C 6 -haloalkylthio^ 
Ci-C 6 -alkylsulfinyl, Cr-Cg-haloalkylsulf inyi, Ci-<^->alkyisul r 
fonyl, Cr-C^haloalkylsulfonyl, aminosulforiyl, N-fCi-C^-al- 
kyl ) aminosulf pny 1 , N , H-ndi ( Ci-Cg-alkyl ) aminosulf onyl , 

N-(Ci-C6-alkylsulfonyl) amino, H-tCi-C^-haloalkylsulfonyl^ajfti- 
no, N-tCj-C^lkyl J-N-tCi-Cg-alkylsulf onyl ) amino or 

N-( Ci-C^-alky! J-^-tCi-C^-haloalkylsulf onyl ) amino . 

21. A nitrile compound of formula XVI 

R 1 R2 

**» 

XVI 




defined in claim 1 and 

R 4 is nitro, halogen, cyano, Ci-Ce-haloalkyl, Qi-C 6 -alkylthio,: 

Ci-G$-haloalJcylthio, Ci-C 6 ~alkylsulf inyl, Ci^-haloalkinyl^ 

060220 - 18 - 



PAGE 21/22 ' RCVD AT 2/21/2006 1:42:04 PM {Eastern Standard Time] f SVR:USPT0-ff XRF-6/28 ^ DNIS:2738300 * CSID:20265901 05 J DURATION (mm-ss):0M4 



Fax sent by : 2826590105 



NDDQ LLP 



02-21-86 13:47 Pg: 22/22 



Serial No, 99/936,356 WrtSCHELet aL PFOOjfcW^S 

sulfinyl, Ci-C$-;alkylsulfonyl, Ci-C 6 -haloalkylsulf onyl, amino- 
sulfonyl, N-tCi-Ce-alkylJaroinosulfonyl, N/N-di-<C!-C 6 -ai- 
kyl)aminosulfonyl, H-(Ci-C$-alkylsulf onyl) amino, N-(Ci-C$-ha- - 
loalkylsulf onyl ) amino, N- (Ci-C 6 -alkyl ) -N-iCi-Cs-aikyls^lf o- ; 
nyl)amino or N-fCi-Cfi-alkylJ-N-tCx-Ce-haloialkylsulf bnyl)ajairi6? 
R 5 is hydrogen or Ci-C 6 -alkyl. 

23. The compound of formula I defined in claim l r wherein Ri° is 
hydroxyl, mercapto, halogen, OR 13 , SR 13 , SO^R 14 or NR 15 R 16 „ 
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□ Charge the following fee(s) in the amount of zLz. to Deposit Account No. 14; 1437: 

□ The fee required under 37 CFJL §4L20(bXl). 

□ The^_ fee required under 37 C.F.R. §1.17(a). 
B A fee is not required (Fee paid in prior appeal), 

6. IS The Commissioner is hereby authorized to charge any fee which may be farther required, or credit any 

over payment, to Deposit Account No, 14,1437. A duplicate copy of this sheet is attached 

Respectfully submitted, 
NCAfiAK DRUCE DeLuCA & QUIGG 

Jason D. Voight 

' • Reg. No. 42,205 ■ • 

1300'Eye Street RW. 
Suite 400 East Tower 
Washington, D.C 20005 
(202) 659-0100 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

QjiflLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCED) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



